
A14

Translation under A14(2) can be filed simultaneously with filing . G6/91

A14(4) relates to applicants, not to his representative. T149/85.

only the description and claims needed to be in this language to qualify for the fee reduction (not the Request for grant for example). However, since claims are no longer required for a date of filing, the essential element is now the description. J4/88; GL A-X, 9.2.2
In written proceedings, the organ of the EPO cannot use any language other than the language of the proceeding. R3(1); G4/08;GL A-VII, 2

Observation by third parties must be filed in writing in En, Fr or De. GL E-V 3,

There are no provisions to permit a change of language of application. G4/08

If an international patent application has been filed and published under the PCT in one official language of the EPO, it is not possible, on entry into the European phase, to file a translation of the application into one of the other two EPO official languages. G4/08

Options for remedying the consequence of not filing translation

- RE A122

- New application

- Converting application A135(1)(b); Nat. Law Tab VII

A23

BoA dealing with same point of law in another case is not bound by previous decision of EBoA. A.23(3), J27/94

EBoA is not bound by its own decision G9/93

Competence of second Board is restricted by restriction in competence of Exam. Div if facts are same T21/89, T843/91

EPO BoA have no jurisdiction to examine appeals against decisions of EPO when EPO is acting as IPEA. J15/91, J20/89

A24 

Although A24EPC applies only to members of the BoA and of the EBoA, the requirement of impartiality applies in principle also to employees of the departments of the first instance of EPO taking part in decision making activities affecting the rights of any party. G5/91, B3-3

A52

Patent for aesthetic creation without technical effect will be rejected as lacking inventive step. A.52(2)(b), A56, T641/00, G3/08

A53

An application containing claims directed to the purely cosmetic treatment of a human by administration of a chemical product is considered as being patentable. T144/83; GL G-II, 4.2.1

The mere possibility of abuse of an invention is not sufficient to deny patent protection pursuant to A53(c) if the invention can also be exploited in a way which does not and would not infringe “ordre public” and morality. T866/01; GL G-II, 4.1

Inventions which concern plants or animals are patentable provided that the application of the invention is not technically confined to a single plant or animal variety (EU Dir. 98/44/EC, rec. 29). This applies even if the only method available at the filing date for generating the claimed plant or plant material is an essentially biological process excluded as such from patentability under Art. 53(b) (see G 2/12 and G 2/13, G‑II, 5.4.2).
Product claims directed to plants or plant material are allowable. In other words, "plants or seeds obtained through a conventional breeding methods are patentable." G2/12, G2/13

Treatment method claims are excluded from patentability under Art. 53(c). However, in most cases it is possible for the applicant to reformulate them into an allowable form during the examination procedure (see G‑II, 4.2). Consequently, such claims are searched since they are usually characterised by the effect of substance X or by one or more of steps A, B and C which are not directly practised on the human or animal body or are characterised by the use of reagents rather than the act of therapy or diagnosis on the human/animal body. B-VIII, 2.1
A54

(2)

It is not allowed to base a novelty objection on a nonenabling disclosure. T206/83, T26/85; GL G-IV,2

If a primary document refers explicitly to secondary document as  providing more detailed information on certain features, the teaching of the latter is to be regarded as incorporated into the primary document. (T153/85)

The chemical composition of a product is state of the art when the product as such is available to the public and can be analyzed and reproduced by the skilled person, irrespective of whether or not particular reasons can be identified for analyzing the composition.The same principle applies mutatis mutandis to any other product. G1/92

A known compound is not rendered novel merely because it is available with a different degree of purity if the purity can be achieved by conventional means. T360/07; G-VI, 7

(3)

Effect as prior right occurs only if application was still pending at its publication date. J5/81

Changes taking effect after the date of publication (withdrawal of the priority claim or loss of the priority right) do not affect the application of A54(3). GL G-IV 5.1.1 

Not translation but the content of the original text is relevant for the purposes of A54(3). GL G-IV, 5.1

Content of the EP application of A54(3) does not include priority document and abstract. GL G-IV, 5.1

A54(4) and (5) applies only to substances and compositions and cannot be extended to other products. G-VI, 7.1.1

Double patenting

Double patenting is prohibited because there is no legitimate interest in grant of a second patent for same subject matter. G1/05;  GL G-IV, 5.4

Applicant may be requested to amend applications so that the claims are quite distinct in scope and directed to different inventions. If not amended, one of the applications may be refused once one of the application is granted. GL G-IV, 5.4

Should two applications of the same effective date be received from two different applicants, each must be allowed to proceed to grant as thought the other did not exist. GL C-IV, 7.4

A55

Relevant date of A.55(1)(a) is actual filing date not priority date. G3/98 and G2/99. GL G-V, 2

Publication of an application by a national offices as a result of an error is not evident abuse. T585/92

For “evident abuse” to be established, there must be, on the part of the person disclosing the invention, either actual intent to cause harm or actual or constructive knowledge that harm would or could ensure from this disclosure. T585/92; G-V, 3

A56

Textbooks are generally considered to represent common general knowledge on subject in question T171/84.

the information in such a publication must have already become part of common general knowledge some time before the date of publication.  T 766/91, GL G-VII,3.1

The sate of the art may reside in relevant common general knowledge, which need not necessarily be in writing and needs substantiation only if challenged. 

A skilled person will not search remote fields because he does not expect to find a solution in such fields due to the different products and method. T11/81

A61(1)

Applications according to A61(1)(b) must be filed in the language of the proceeding of the earlier application. GL A-VII 4.1

In a case where the application is no longer pending, the third party can still file  new application in respect of the same invention in accordance with A61(1)(b). G3/92, A-IV2.1.

Filing the application 

No divisional application can be filed during the stay of proceedings (J9/12) GL A-IV, 2.2.3

New application under A61(1)(b)

Since EP1 has not been granted, in accordance with R16(1)(b) EPC, X may avail herself of the remedies under A61(1). Because EP1 is no longer pending, X should file a new application under A61(1)(b).

According to G3/92, EP1 does not have to be pending for a new application to be filed.

File new application no later than 3 M after the decision R.16(1)(a)

Pay filing fee and search fee within 1 M of filing R17(2). then

New application shall bee deemed to have been filed on the date of filing EP1. A76

A70

Mistakes in the specification of a European patent arising in the course of its production have no effect on the content of the patent granted. For this, only the text on which the decision to grant the patent is based is decisive (see H‑VI, 3). If necessary, the Office may arrange for correction to be made public as soon as any mistake in a specification is discovered. C-V 10

A76

All procedural acts including divisionals must be done in both names of joint applicants. J2/01

The applicant can file the claims after the filing of the divisional. A-IV,1.2.1

The applicant can file the claims after the filing of the divisional application. GL A-IV, 1.2.1

If a divisional application as filed contains subject-matter additional to that contained in the parent application as filed, it can be amended later in order that its subject-matter no longer extends beyond the earlier content, even at a time when the earlier application is no longer pending. G1/05; GL C-IX, 1.4

Divisional application cannot be converted into an independent application taking its own filing date. GL C-IX, 1.4

For divisionals filed between 1.10.10 and 31.3.14, the patent application needed to be pending and at least one of 24m periods of old R 36(1) must not have expired.

Divisional can be filed at earliest after entry into EP regional phase. GL E-VIII,2.4.1

No divisional application can be filed during the stay of proceedings (J9/12) GL A-IV, 2.2.3

A78 

Late filed claims

R137(4) (identifying the basis of the amendment) also applies for late filed claims. 

The applicant may file claims of his own motion after the date of filing but before the EPO invites him to do so under R58.

A83

In some particular cases (for example claims relating to a combination of ranges or Markush claims), the scope of the claim might encompass a large number of alternatives, some of which correspond to non-working embodiments. In such cases, the presence of non-working embodiments in the claim is of no harm, provided that the specification contains sufficient information on the relevant criteria to identify the working embodiments within the claimed alternatives (G 1/03).
A87

A priority right based on the deposit of an industrial design is not recognized. J15/80, GL A-III, 6.1

The priority document has to provide an enabling disclosure. T193/95

A disclaimer which is allowable under A123(2) could be introduced when drafting and filing a successive application without affecting the right to priority from the first application not containing the disclaimer. G1/03, G2/03, G2/10; F-VI, 2.2

For the priority date to be valid, the subject matter of the claim must be directly and unambiguously derivable from the disclosure of the invention in the priority document. G2/98; GL F-VI, 22

Claim is directed to a specific numerical range of values and the priority document discloses a different numerical range of values, even if this latter range overlaps with or is comprised within the previous one, no separable alternative embodiments which could enjoy the right of priority are identifiable within that continuum. T1877/08; GL F-VI-5

When the applicant files a request under R56(3), the priority claim in question must have been existence no later than the filing of this request. A-II 5.4.1

The requirement for claiming priority of "the same invention", if the skilled person can derive the subject-matter of the claim directly and unambiguously, using common general knowledge, from the previous application as a whole G2/98.

A.94

The examination starting date may be found by file inspection OJ 2013, 153

A.97 

The decision-making process following written proceedings is completed on the date the decision to be notified is handed over to the EPO postal service by the decision-taking department's formalities section G12/91

A99

Notice of opposition not signed > Invitation to rectify within two month > not rectify hen deemed not to be filed. GL D-IV, 1.2.1

A European patent cannot be opposed by its own proprietor. G9/93

A notice of opposition which is deemed not to have been filed will form part of file and will thus be available for inspection in accordance with A128(4). They will be regarded as observations by third parties. GL D-IV, 1.4.1

A third party can become a party to the proceedings during the period for filing an appeal only if a party to the proceedings in which the decision was given files an appeal pursuant to Art. 107; otherwise the decision of the opposition will become final on expiry of the appeal period. G4/91, G1/94, D-VII 6

BoA may not continue opposition appeal proceedings after sole applicant has withdrawn his appeal.G8/93, G7/91, G8/91

The raising of a new ground of opposition by an intervener during appeal will result in the case being remitted to the opposition division. G1/94

A new ground is not admissible in opposition-appeal proceedings unless the patent proprietor consents. G10/91

When claims are amended under R.80, the amended claims will fully examined as to its compatibility with the requirement. T263/05

Transfer of opposition is in principle possible, as business enterprise in whose interest opposition was filed, has been taken over. G4/88, G2/04

Opp. Div is not bound by the decision of BoA during examination. Opposition is considered as new procedure, separate from examination procedure. T297/88

An opposition filed in common by two or more persons is admissible on payment of only one opposition fee. G3/99; GL D-III, 2

If the parties to position proceedings make contrary assertions which they cannot substantiate and the opposition division is unable to establish the facts of its own motion, the patent proprietor is given the benefit of the doubt. T219/83; GL D-V,2.2

If the opposition is directed only to an independent claim, the dependent claims are considered to be implicitly covered by the extent of the opposition and may be examined by the opposition division, provided their validity is pirima facie in doubt on the basis of the information already available. G9/91  Process claim and product by process claim have same relationship. T525/96; GL D-V, 2.1

The opponents are party to the RE proceedings. T552/02.

Unity of invention (Article 82 EPC) does not come under the requirements that a European patent and the invention to which it relates must meet under Article 102(3) EPC (Article 101(3) EPC 2000) when the patent is maintained in amended form. It is consequently irrelevant in opposition proceedings that the European patent as granted or amended does not meet the requirement of unity. G1/91

A101

An Opposition Division or a Board of Appeal is not obliged to consider all the grounds for opposition referred to in Article 100 EPC, going beyond the grounds covered by the statement. G10/91

Exceptionally, the Opposition Division may in application of Article 114(1) EPC consider other grounds for opposition which, prima facie, in whole or in part would seem to prejudice the maintenance of the European patent.G10/91

Opposition proceeding can be accelerated by infringement proceedings and on request of party to proceedings. OJ2008,221; GL E-VII, 4

(3)

"In considering whether, for the purposes of Article 101(3) EPC, a patent as amended meets the requirements of the EPC, the claims of the patent may be examined for compliance with the requirements of Article 84 EPC only when, and then only to the extent that the amendment introduces non-compliance with Article 84 EPC."G3/14

A105

Intervener who intervened during appeal is regarded party as of right and cannot become full party to proceedings. A107, G3/04

Intervener as party as of right has no independent right to continue appeal. G2/91

The raising of a new ground of opposition by an intervener during appeal will result in the case being remitted to the opposition division. G1/94

Opposition proceedings must be pending at the point in time when a notice of intervention is filed. G4/91

Intervention of the assumed infringer under Article 105 EPC is admissible during pending appeal proceedings and may be based on any ground for opposition under Article 100 EPC. G1/94

In a case where, after issue of a final decision by an Opposition Division, no appeal is filed by a party to the proceedings before the Opposition Division, a notice of intervention which is filed during the two-month period for appeal provided by Article 108 EPC has no legal effect. G4/91

Steps for intervention

- (Institute proceedings for ruling that he is not infringing patent (A105(1)(b))

- File notice of intervention within the time limit.together with written statement  R89 R89(2)

- File proof that proceedings actually instituted on XXX against XX A105 

- Pay opposition fee Rfees 2(1).10

A105a

Limitation may not be used to protect unclaimed matter. DX, 4.3

A106

BoA may not continue opposition appeal proceedings after sole applicant has withdrawn his appeal.G8/93, G7/91, G8/91

Appeal proceedings no longer pending at moment withdrawal fax was received by EPO. T517/97.

A person who is entitled to appeal but does not do so and instead confines himself to being a party to the appeal proceedings under Article 107, second sentence, EPC, has no independent right to continue the proceedings if the appellant withdraws the appeal.G2/92

Appeal proceedings can be accelerated with request of parties with legitimate interest. OJ2008,220, GL E-VII,5S 

The raising of a new ground of opposition by an intervener during appeal will result in the case being remitted to the opposition division. G1/94

A technical board of appeal is competent to hear an appeal against a decision of the examining division not to refund the search fees under Rule 64(2) EPC which is not taken together with a decision granting a European patent or refusing a European patent application. G1/11

reformatio in peius

Parties who did not appeal > parties to the appeal as of right. A107. In this case, sole appellant will be protected by the prohibition of “reformatio in peius”, and can only keep the patent as amended or be worse off. If you want to have a chance to defend the patent as granted, you must file a separate notice of appeal and statement of grounds (G9/92)

Exception of reformatio in peius (G1/99)

A111(2)

Opposition procedure is considered as new procedure, separate from examination procedure. OD is not bound by ratio decidendi of BoA during examination procedure. T297/88

Competence of second Board is restricted by the restriction in competence of ED if facts are same. T21/89

Decision of BoA has binding effect only in individual case which Board has remitted to department of first instance. It has not binding effect on other cases. J27/94

A113

The right to be heard is contravened if a translation subsequently filed in an official language of japanese document cited in due time is disallowed. T94/84
A114

Examination by the EPO of its own motion under A114(1), only once a valid request for examination has been filed or an admissible notice of opposition has been filed. GL E-V 1.1.

Proceedings must be pending for the purpose of examination under A114(1). G8/93

Late filed facts and evidence are to be admitted into the proceedings only if they are pirma facie relevant, i.e., if they would chance the envisaged decision. T1002/92

BoA may not continue of own motion. G7/91

the Opposition Division may in application of Article 114(1) EPC consider other grounds for opposition which, prima facie, in whole or in part would seem to prejudice the maintenance of the European patent.G10/91

A115

Last moment to consider observations is the date on which decision to grant is handed over to the EPO postal service. G12/91

A116

If request for oral proceedings has been made, oral proceedings must be appointed. T283/88

Ignoring request for oral proceedings makes decision null and void. T19/87

No request under A116 no right for oral proceeding. T299/86

In oral proceedings a PP slideshow cannot be used as a matter of right, but only with the permission of and at the discretion of the Examining or Opposition Division (T1556/06). GL E-II, 8.5.1

Oral proceedings by video conference are permitted only in the case of ex parte proceedings by ED. They are nor allowed for opposition or PCT Chapter II cases or for taking of oral evidence. GL E-II, 11.

Submission of accompanying person cannot be made as a matter of right, but only with permission and at discretion of OD and under strict condition. G2/94

Parties are not to be considered as accompanying persons in the sense of G4/95. They have the right to make submissions in OP by virtue of their of their status as party to the proceedings. T621/98, GL E-II, 8.5

A decision against a party who has been duly summoned but who fails to appear at oral proceedings may not be based on facts put forward for the first time during those oral proceedings. G4/92

A121

FP is legally available for an applicant, it cannot be used by an opponent. T210/89

A122

Errors of Law do not constitute grounds for RE (J31/89)

Unavoidable financial difficulties resulting in failure to observe time limits for payment of fees may constitute grounds for RE, provided that the requester has exercised all due care in seeking financial assistance. J22/88

In principle, re-establishment for filing the notice of appeal 2 months A.108 is only available for the application or proprietor to provide certainty for the applicant/proprietor. However, there is no reason to exclude the 4-month period of A.108 for these other person. I.e., RE is allowed by exception for opponent for period for submitting grounds. G1/86

The proof of due care under R136(1) may be filed later than the 2m deadline. T324.

How to RE

- Argue that conditions for requesting RE A122(1), R.136(1) are satisfied and why.

- fille application for RE within 2m after removal of cause but before expiry of 1y following expiry of unobserved period

-pay RE fee, complete omitted act- request FP by paying FE fee, file response to communication. A121(1), R135(1) and prove all due care R136(1)

A123(2)

Directly and unambiguously derivable (G2/10)  

Only feature which does not provide technical contribution to subject matter of claimed invention can be removed from claim. G1/93

The amended claims under R80 subject to a full examination as to its compatibility with the requirement of EPC, including the provisions of A123(2). T263/05

Undisclosed disclaimer is not allowable: G1/03; G2/03; GL H-V, 4 

to exclude non-working embodiment or remedy insufficient disclosure

to make technical contribution 

to render limited subject matter inventive

to render the invention novel over a separate prior art other than A54(3)

Amendment made on the divisional application may not extend beyond the content of the divisional application as originally filed. Gl H-IV,5

(3)

 An amendment of granted claims directed to "a compound" and to "a composition 

including such compound", so that the amended claims are directed to "the use of that 

compound in a composition" for a particular purpose, is not open to objection under 

Article 123(3) EPC. G2/88

Inescapable trap G1/93

A124

Requirement of R141also applies to priority claims which are subsequently withdrawn or lapse and to priority claims introduced or corrected after the filing date. A-III,6.12

A128

In such a case, as well as if any other document is not filed in the prescribed language or any required translation is not filed in due time, the document is deemed not to have been filed. The person who has filed the document will be notified accordingly by the EPO. Even though deemed not to have been filed, the document concerned will become part of the file and therefore accessible to the public according to Art. 128(4) GL F-VII, 5

All documents an communications are available in the file, unless excluded under R144 and OJ2007-SE3-J.3

Medical certificates are excluded from the file inspection. R144(d), OJ2007-SE3-J.3.

Requests for PACE are excluded if submitted on form 1005 or in a separate document. R144(d), OJ2007-SE3-J.3, A.1(1)(c)

If inventor waves his right to be mentioned, the designation of the inventor as well as the waiver is then excluded from file inspection pursuant to A128(4). R20(1); Rule 143(1)(g); Rule 144(c); GL A-III, 5.2
The EPO allows access to the IPE files once IPER has been established. (OJ 2003, 382; GL A-XI, 2.1

If it is decided that ceratin papers marked “confidential” are not to be excluded from file inspection under R144 they are returned to the sender. T516/89. GL A-XI, 2.3
A134

National patent attorney cannot be regarded as legal practitioner of A.134(8). J19/89

Legal practitioner of A134(8) must file a signed authorization. Euro-PCT proceedings, persons representing clients in these capacities are not required to file signed authorisations if they have already filed an authorisation expressly covering proceedings established by the EPC with the EPO as receiving Office, ISA or IPEA. R152(1); OJ2007-SE3-L.1, A.3; GL A-VIII-1.5 

A153

EPO can only act as dO for those states designated which are contracting states to EPC at time of filing IA. EPG 551.

R2
The date of receipt of applications received by fax is the day that EPO receives fax in full. OJ2007-SE3-A.3:A5(1)

If a EP application is filed by fax, a written confirmation is required only where the documents are of inferior quality. GL A-II, 1.2

Date of posting application in mailbox is date of filing. OJ2007 SE3 A1, R2(1).

Vienna sub-office is not a filing office nor the Brussels Bureau. A75(1)(a), R35(1); OJ2007-SE3-A1, A1(2); GL A-II, 1.1; C7-10

Authorizations and priority documents can not be filed by fax. A-VII 2.5

If EPO denies receiving a document, but the party furnishes proof that it was filed, EPO carries the burden of proof for its allegation that it did not receive the document. J20/85

R3

(1) EPO must use language of proceedings in written proceedings. G4/08

The language of the proceedings as defined in A14(3) cannot be changed. GL E-VI 1

R10

EPO = ISA, request for exam. Validly filed. Exam. Div. Immediately responsible for EURO-PCT application. J8/83. R10(2)

R14

R14 only refers t national entitlement proceedings and it does not refer to proceedings initiated before a court of a non-Contracting state. J6/03; A-IV,2.2

R20

If inventor waves his right to be mentioned, the designation of the inventor as well as the waiver is then excluded from file inspection pursuant to A128(4). R20(1); Rule 143(1)(g); Rule 144(c); GL A-III, 5.2

Request for waiving right under R20(1) has to be filed with EPO before the technical preparations for publication are completed. OJ2007-SE3-D.1

R21

Addition of a correct inventor can be effected without consent of him because he is not wrongly designated. R21(1) J8/82; GL A-III, 5.6

R22 

Declaration of transfer signed by assignor is sufficient. GL E-XII, 3

R30(3)

Late filing of sequence listing

Furnish the sequence listing referred to in R30(1) in electronic form complying with WIPO standard ST.25, A1(1) of Decision of the President of the EPO of 28, 4, 2011.

Pay furnishing fee according to R30(3) and A2.1(14a) Rfees;

Furnish the statement that the sequence listing does not include matter which goes beyond the content of the application as filed, A2(2) of Decision of the President of the EPO of 28, 4, 2011.

R36

Even where an application is still pending, while it is subject to a stay of proceedings in accordance with R14(1), the filing of a divisional is not possible because R14(1) constitutes a lex specialis with regard to the right to file a divisional on pending application provided for in R36(1). J20/05, G1/09, A-IV 1.1.1

Pending is a condition, not a time limit and thus R.134(1) is not applicable, since the period for filing a divisional application is not a time limit. J24/03

The provisions on re-establishment of right and further processing do not apply to the filing of divisional application in the case of grant J10/01, A-IV 1.1.1

An application is pending up to (but not including) the date that the Bulletin mentions the grant of the patent. OJ EPO 2002, 112, G1/09, A-IV 1.1.1

In the event of non-payment of a renewal fee by the due date, the application is pending up to the last day of the 6M period for payment of the renewal fee with an additional fee. A-IV,1.1.1.

If the applicant considers that the findings in the notice of loss of rights are inaccurate, he may also apply for a decision under Rule 112(2). If the competent EPO body shares his opinion or if it gives an unfavorable decision which is subsequently overturned on appeal, no loss of rights has ever occurred and the application will have been pending throughout (J 4/11
Where the applicant does validly file a notice of appeal, but fails to submit the written statement setting out the grounds of appeal, the refused application is pending until expiry of the time limit for filing the grounds of appeal under Art. 108 (J 23/13).
An appeal against a grant will almost never allow divisional to be filed during appeal procedure. This is to avoid abusive appeals to constue artificially pending parent application. J28/03

R37(2)
RE and FP in respect of the period under 37(2) are not possible, since the loss of right does not result from a failure of the applicant to observe a time limit. J3/80, G-II,1.7
Filing date R40(1)

Accordance of filing date is unaffected by text in drawings being in different language to text of description. T382/94

Supplying the certified copy of the previous application R40(3) after invitation does not affect the filing date. GL A-II, 4.1.5

In the event of a deficiency according to R40(1)(b), if the applicant corrects this deficiency of his own motion within two month of the date of receipt of the original documents, then the date of filing is the date on which all requirements of R40 are met. If the requirements of R40 are not met at the end of this period, the application will not be dealt with as a EP application. A-II,4.1.4. Exception filed by reference A-II, 4.1.5

R41

In the case of joint applicant, R41(1)(c) must be satisfied for each applicant. At this stage in the proceedings, the formalities officer will consider the entitlement of the person named as applicant to apply for a patent. A-III, 4.2.1

If there is more than one applicant, each applicant or his representative must sign the request. R41(2)(h), A-III,4.2.2

R45

It is not possible to exchange fee-exempt claims with non-fee-exempt claims. J9/84

Features of a claim deemed to have been abandoned pursuant to R45(3) and which are not otherwise to be found in the description or drawings cannot subsequently be reintroduced into the application and in particular into the claims. J15/88; GL A-III 9.

R51

Application is deemed withdrawn at end of 6m additional period, not at due date of renewal fee. J4/86

The due date of a renewal fee calculated using R51(1) is not the expiry of a time limit. It is a fixed date. However, in J4/91 it was ruled that payment of the fee may be deferred to the next working day if one of EPO offices is closed on the due date. The 6m additional period R.51(2) will always starts from the actual R51(1) due date.

While a notice draws the applicant’s attention to the possibility under R51(2), he may not invoke the omission of such notification. J12/84, A-X,5.2.4
R52

The applicant can only correct the priority claim later than the date specified in R52, in particular after publication of the application, under certain limited circumstances, where it is apparent on the face of the published application that a mistake has been made. J2/92, J6/91, GL A-V, 3

In the event that the applicant failed to indicate the correct file number of the priority application, a request for correction under R139 can be filed. A-III,6.5.3

Addition of priority 
-Declaration of priority R52(2)

-File copies of priority documents R53(1); GL A-III, 6.7

-File copies of SRs A124, R141; GL A-III, 6.12

The file number may be corrected after publication of the application, since the priority document is in the file. J3/91 (R139)
Correction of priority after publication is possible if the interest of the public is not seriously affected. J6/91 (R139)
R53
No EP patent may be granted until the priority document R53 is no file. In such case the applicant is informed that the decision to grant will not be taken as long as the priority document is missing. GL E-VIII,2.3.5

An exception applies where the communication under Rule 53(3) is notified less than two months before expiry of the resulting period; in that case the time limit for filing the translation will be considered extended until two months after the said notification, without prejudice to its possible extension under Rule 132(2). A-III, 6.8.1

The applicant can file a translation of the priority documents of his own motion at any time during examination or opposition proceedings.

R56

When the applicant files a request under R56(3), the priority claim in question must have been existence no later than the filing of this request. A-II 5.4.1

The applicant may file missing parts of the description, or missing drawings, of his own motion within two months of the date of filing. A-II, 5.1

R60

Where the applicant has requested early publication and, accordingly, technical preparations for publication are completed before expiry of 16M time limit in R60, the applicant can still file the designation within the said time limit. J1/10; GL A-III, 5.5

R61 (Search)

The search starting date may be found by file inspection. OJ 2013, 153

R64

If the applicant has not availed himself of the opportunity to have the search results on the other inventions included in the search report because he has paid no additional search fees in response to the invitation under Rule 64(1), he will be taken to have elected that the application should proceed on the basis of the invention which has been searched (see G 2/92).
R67

Completion of technical preparation for publication - 5 weeks before expiry of 18m period. OJ2007-SE3-D.1; R67

PCT

Completion of technical preparations for publication = 15days before scheduled publication date. AG-IP 9.013

R70

To do after publication of ESR R69, R70

Reply to search opinion,

Request Examination + pay examination fee A94, R70

Pay designation fee R39

R71(3)

Fees to be paid after notification of R70(3).

Fee for grant

Fee for publication. R70(3), A2(1)7 Rfees.

Renewal fee R71a(4)

The fee for grant and publishing cannot be validly paid in advance before notification of the communication under Rule 71(3). GL A-X, 5.1.2

R84

BoA may not continue of own motion. G7/91

R85

R85 cannot be interpreted as referring to R23 (registration of licenses). J17/91 

R103

The appeal fee is to be reimbursed, even if this was not explicitly requested by the applicant. G3/03; GL-E-X, 7.3

If the department whose decision is contested considers the requirements of A109 to be fulfilled, but not the requirements of R103(1)(a) for reimbursement of the appeal fee, it must rectify its decision and remit the request for reimbursement of the appeal fee to the BoA for a decision. J32/95; GL-E-X, 7.3

Appeal fee will not be refunded when appeal is inadmissible T543/99.

Decision rejecting the request for the reimbursement is open to appeal, either together with the final decision or separately as the case may be. J37/89, E-VII 1.6.

Appeal fees cannot be reimbursed simply because several parties to proceedings 

before the EPO have validly filed an appeal against the same decision. G2/92

In the event of interlocutory revision under Article 109(1) EPC, the department of 

the first instance whose decision has been appealed is not competent to refuse a 

request of the appellant for reimbursement of the appeal fee. G3/03

R124(4)

In cases where the EPO is not able to prove the actual date of notification, a letter for instance, sent by the addressee himself which indicates the data of receipt is accepted as proof. GL E-I, 2.5

If it is evident from a reply from the addressee that hes has received the document, although he does not mention the date of its notification, the date on which that reply was written is to be regarded as the date of notification. GL E-I, 2.5
R130
If, despite appointment of representative, notification is made directly to opponent himself, notification is ineffective. R130(1), T1281/01.

R132

Rejection of further request of R132(2) as such cannot be appealed, as to does not terminate proceedings. J37/89

R134

(2)

Extension of dislocation is applied automatically by the EPO in line with the notice of R134(4)

R135(1)

Requesting FP before receipt of communication is permitted. OJ 1982,196

R136

Removal of cause = when professional representative becomes aware of missed period. J27/88

R139
In the case of R.139 correction, other documents such as priority documents and the abstract may not be used for correction purpose, but it may be used as evidence of common general knowledge on the date of filing. G3/89

R.139 only applies during pendency of application and opposition proceedings. J42/92

It is not allowable to replace the complete application documents by other documents which the applicant had intended to file with his request for grant. (G2/95) A-V 3

The file number may be corrected after publication of the application, if the priority document is in the file and third party had access to certified copy with correct number. J3/91

Late filed missing parts of description may be considered during R139 assessment. GL A-V, 3.

Correction of priority after publication is possible if the interest of the public is not seriously affected. J6/91

R139 only applies during pendency of application and opposition proceedings. J42/92

The ED is no longer competent to decide on a request for amendment or corrections under R139 if the filing of the request and the completion of the proceedings occur on the same date. T798/95; GL H-II, 2.6

Requests for correction can be considered only such time as the decision to grant has been handed over to the EPO’s internal postal service, for transmittal to the applicant or has been pronounced in oral proceedings. G12/91; H-VI, 2.1

Request for correction under R139 of documents on which the patent is granted may under conditions be submitted in opposition or in limitation. T657/11; GL H-VI 3.1

Where the mistake is in the description, claims or drawings, both the error and the correction must be such that it is immediately evident (at least once attention is directed to the matter):

(i)that an error has occurred; and 

(ii)what the correction should be. GL H-VI 2.2.1

R140

The correction of a mistake in a decision of R140 has a retrospective effect. T212/88; GL H-VI 3.1

R140 is not available to correct errors in documents filed by a applicant or proprietor. G1/10; GL H-VI 3.1

Request for correction under R139 of documents on which the patent is granted may under conditions be submitted in opposition or in limitation. T657/11; GL H-VI 3.1

R141

Requirement of R141also applies to priority claims which are subsequently withdrawn or lapse and to priority claims introduced or corrected after the filing date. A-III,6.12

R142
If the time limit for filing the request for examination is in force on the date of interruption of the proceedings, it is suspended (J 7/83; see also E‑VII, 1.4). Thereafter it resumes for the time it still has to run, or for at least the two months prescribed by Rule 142(4), second sentence. E-VI, 1.5

Concerning renewal fees falling due during the period of interruption, Rule 142(4) has to be interpreted as deferring the due date for their payment until the date the proceedings are resumed (J 902/87). If the time limit for paying renewal fees with the additional fee referred to in Rule 51(2) EPC is in force on the date of interruption of the proceedings, it is suspended and begins to run again for the remaining period on the date of resumption. E-VI, 1.5
R151

If the representative ceases to be the professional representative of the joint applicants, the procedure of R151(2) must be executed to establish a common representative.

R152

A legal practitioner entitled to act as a professional representative in accordance with Art. 134(8) or an employee acting for an applicant in accordance with Art. 133(3), first sentence, but who is not a professional representative, must file a signed authorisation; in Euro-PCT proceedings, persons representing clients in these capacities are not required to file signed authorisations if they have already filed an authorisation expressly covering proceedings established by the EPC with the EPO as receiving Office, ISA or IPEA R152(1); OJ2007-SE3-L.1, A.3; GL A-VIII-1.5 

Authorizations and priority documents can not be filed by fax. A-VII 2.5

A change of representative without previous representative informing EPO requires authorisation. OJ2007-SE3-L.1
R158

EPO as ISA must substantiate invitation to pay additional fee. W4/85

Search 

As EPO was ISA, no supplementary search will be performed after entry. A153(7); OJ2012,212

Reduction of Search fee (OJ2005, 548; OJ2014, A5; GL A-X, 9.3.1)

Reduction of 190 EUR for international application for which IAR was drawn up by Australian Patent Office, JPO, KIPO, Russian Federation, USPTO or SIPO

Reduction of 1100 EUR for international application for which IAR was drawn up by Austria, Finland, Spain, Sweden or Norway.

R159

up to expiry of the 31-month time limit under Rule 159 EPC, non-resident applicants may either comply with any requirement themselves or act through a professional representative entitled to practise before the EPO. This means that a non-resident applicant may himself, within the 31-month time limit, for example sign and file EPO Form 1200, submit amendments, file a translation of the application, file a request for early processing, etc. EPG461

Publication date of SESR is irrelevant for R159(f).

R164

C-III, 3.1.3

Fees

Fees may be validly paid by any person. GL  A-X-1

Cash payments via bank are considered to be effective payment through banking establishment RFees7(3)(a)(i); J7/81 

If an old fee was actually paid during the 6m after fee change, then it is possible to pay the missing amount following an invitation from EPO within 2m. OJ2014, A5: A4(4)

A164(2) does not allow R.3(2) to be interpreted in conflict with A14(4）.

PACE GL E-VII, 3

Prosecution under PACE is not possible if use is made of the possibility of referring to an earlier application R40(1)(c) or subsequently filing parts under R56, as well as where the claims are filed subsequently. OJ2010,352.

Validation

 Norway is the latest state to join the London Agreement: from 1.1.15, no translation of claims is required, and a description in English or Norwegian. OJ2014,A105

Thus, the EPC provisions concerning applicants’ legal remedies and appeals do not apply in respect of any action taken by the EPO under the extension or validation procedure (see e.g. J 14/00, J 4/05 and J 22/10), e.g. where the extension or validation fee has not been paid within the applicable time limit indicated (A‑III, 12.1. 

No different claims, description or drawings are acceptable in respect of extension or validation states (see H‑III, 4.5), as Rule 138 EPC does not apply to the extension and validation systems. A‑III, 12.1
Entitlement

Natural or legal person having economic connection with that affected party is not itself that party. T298/97

Templates

Requesting FP before receipt of communication is permitted. OJ 1982,196

Even though RE according to A122 is would be possible, it is not likly to be granted.

As EPO was ISA, no supplementary search will be performed after entry. A153(7); OJ2012,212

This is a selection from two lists given in Prio-App. 

FP id ruled out in period of R59. A121(4), R135(2)

Re would be possible if all due care can be proven. A122(1), R136(1)

Further processing can be requested even before receiving notification of the loss of right. 

EP1 was validly filed as no claims are needed for accordance of a filing date. EP1 is the first application for XXX.

EP2 was filed within the priority period of EP1 (31.7.2010 + 12 M = XXX extended to XXX). Priority can be claimed from EP-1 as the subsequent fate of the application is irrelevant. 

131(4) extended to R134(1)

R80.2 extended to R80.5



